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RKMARKS 

Claims 1-27 arc pending in the present application. By lhi$ Response^ claims I, 
1 0 and 19 arc an!cndc<l for clarificalion puiposes twxd also lo recite that the nolifioation 
prcforcnce for each one of a plurality of aiictton iUms bid on by n subscriber is 
independent of tlie notification preference for other auction items bid on by the 
subscriber. In addition, claims 6, 15 and 24 arc cancelled. Reconsideration of the 
pending claims is respectfully requested m view of the claim amendments and the 
remarks set forth below. 

1* Telephone Interview 

Applicants thank Examiner Hamilton for tijc courtesies extended to Applicants' 
representative during the February 1 8, 2004 telcplionc interview. During the telephone 
interview, Applicants' rcprc^'^nliilivc discussed prr,poscd ainendmentsthat had been sent 
to Examiner Hamilton by facsimile. Examiner Hamilton stated that she did not have 
enough time to review tlic proposed amendment and compare the amended claim against 
the Popolo reference. Examiner Hamilton suggested that Applicants file a Response by 
the filing dnte and request a second interview upon filing the Response. Therefore, 
Applicants hereby request that Examiner Hamiltoj^ provide Applicants willi a second 
intciview after she has reviewed the Response and (he prior art. It is respectfully urged 
that the subject application is patentable over Popolo and is now in condition for 
allowance. 

35 U>S.C. $ 112, Second Paragraph 

The Office Action rejects clahns 8-9, 17-1 « and 26-27 under 35 U.S.C. § 1 12, 
second paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicants regard a?? the invention. The Office Action 
states that there is insufficicut antecedent basts for the clainV limitation "subscriber" 
recited in dcpendcjit claims 8-0, 17-18 and 26-27. This rejection is rcspectfiilly traversed. 
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Claims 1, 10 and 19 arc ainended for clarificalion to recite "a notificalion 
preference [romji s ubscrihci-" . ihcreby providing proper antecedent basis for claims 8-9, 
17-18 and 26-27. Therefore lha rejection of claim,=! 8-9, 17-18 and 26-27 inidcr 35 US.C. 
§ 1 1 2, second paragraph is overcome. 



in. 35 U,S.C. S 102. Alleged Anticipaaon of Claims 1^27 

'riic Office Action rejects ciMims 1-27 und^r 35 U.S.C. § 102(b) as being allegedly 
aniicipatcd by Popolo (Q.S. Patent No. 5,715»402). This rejection is respectfiilly 
traversed, 

Witli regard to independent claim 1, the Odice Action states: 

Popolo discloses a method and a system for matching sellers and 
buyers coniprising receiving a notification j>rerercncc, tlic notification 
preference identifying when to notify the client of a status of Ihe electronic 
auction (coLS, lines 40-60 and coL4, lines S-20); matching the 
nolificatioii preference to a current status of the electronic auction (col.14, 
lines 35-43); transmitting a notification to Ihe client based on the matching 
of the nolificalion preference to the current status of the electronic auction 
(coKH, lines 35-43). 
Office Action dalcd November 19, 2003, page 2. 

Claim 1 , which is representative of claims 1 0 and 1 9 with regard to similarly 
recited subject mailer, reads as follows: 

1 . A method of notifying a subscriber of a status of an electronic 
auction, wherein the electronic auction confains a plurality of items, 
comprising the steps of: 

receiving a notincation pi-cference from a subscriber using a client 
device for each one of a phirality of auction items bid on by a subscriber, 
the noti fication preference for each one of si plurality of auction items bid 
on by the subscriber identifying when to notify the client of a status of a 
bid for a respective one of a plurality of au< lion items bid on by the 
subscriber in the electronic auction, wherein the notification preferen c e for 
ea ch one of a plurality of aucti on items bid o n by the subscriber is 
jodepcndenLof t he notifica tion ureferencc for other auct io n items bid on 
by th e subscr iber: 

matching the notificalion preference for aii auction item bid on by 
the subscriber to a cun ent status of a bid on an auction item bid on by the 
subscriber; and 

Irajismitting a notiticalion to the subscriber using a client device 
based on the matching of the notification preference for the auction item 
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bid on by the subscriber to Ihc cuiTcnt status of the bid on tlic auction item 
bid on by the subscriber, (emphasis added) 

A prior art reference anticipates tltc claimed invcntioji under 35 U.S.C. § 102 only 
if every clement of a claimed invention is identically sliown in tliat single reference, 
aa?u)ged as they arc in the claims. /;/ re Bond, 910 i'.2d 831, 832, 15 U.S.P.Q.2d 1566, 
1 567 (FciL Cir. 1 990). All limitations of the clainu'd invention must bo considered when 
dctennining patentability, lu re I^wry, 32 F 3d 1579, 1582,32 U,S,P.Q.2d 1031, 1034 
(Fed. Cir. 1994), Anticipation focuses on whether a claim reads on the product or process a 
prior art reference discloses, not on what the reference broadly teaches. Kalntan v. 
Kimberly-Clark Corp,, 713 F.2d 760, 218 U.S.P.Q. 781 (Fed. Cir. 1983). AppUcants 
respectively submit that Popolo docs not idcnlically show every element of the claimed 
invention armngcd as they arc in the claims. Spcci (Ically, Popolo does not disclose that the 
nolificalion prcfcrcnco for each one of the a plurality of auction items bid on by the 
subscriber is independen t of the notification prcfoionce for other auction items bid on by 
the subscriber. 

Popolo is directed to a system for managiit-; steel inventories. In Popolo, sellCTs 
arc able to post detailed specifications on items for sale. Buyers can browse through 
these items and bid on part or all of the itcm(s). 1 lie buyer places bids on the item(s), 
wherein the bids arc e-mailed to the seller. The seller accepts or rejects the bid and e- 
mails the decision to the buyer. In addition, the buyer may select an option from the 
main menu which allows him/her to set personal preferences including whether to be 
faxed upon bid of an item and/or when the bid is accepted/rejected* A buyer cannot 
change Personal Settings for one auction item indupcndenlly of another auction item. In 
otlicr words, the personal preferences set by the ustT apply to all items. 

Therefore, the personal settings apply to every auction item the buyer bids on and 
thus docs not apply to one auction item indepeudcrttly of anollier auction item. Wliile 
Popolo may teach an elecUonic bidding system, wlierein a subscriber can decide when to 
be notified of the status of a bid, nowhere does Popolo teach or even suggest to provide a 
notilieatiou preference for each one ofa plurality ofauction items bid on by the 
subscriber that is independent of the notification preference for other auction items bid on 
by the subscriber. To the contrary, Popolo only allows a user to set personal settings 
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which apply to a plurality of bids placed by a buyer In other words, the subscriber 
caunot indivi(hially set notificatioji prcrcronces ou one of a plurality of auction items 
indcpcndeiilly of the iiolificatton for other auction items as recited in claims 1, 10 and 19 
of the present invcnlion, 

Tn Pupolo, the notification preference is set in the Personal Settings subroutine 
(Iqiicted in the table presented at column 3, lines ^^0-60 of Popolo (reproduced below). 
Nowhere in the table is it suggested that the notification preference is tailored to each 
individual auction item. To the contrary, there is i^othing at all that even contemplates 
that various Personal Settings may be applied to Ciich individual auction item bid on by a 
user lUilependently, Tlic table explicitly shows a Personal Settings option that is specific 
to no particular auction item but nUhcr generally a{)plics to aU auction items bid on by the 
buyer. This is further evidence that Popolo doe^ not teach notification prefercnccs for 
each one of a plurality of auction items bid on by the subscriber that are independ ent of 
the nolification prefcrcnccs for other auction items bid on by the subscriber. 



SURSCRlDtil^j DTLL TC); 
Mr, Jolm Doe Mr. James Itoe 
President President 
Acme Siticl Co. The Roc Clump 
123 Main St. 321 Him St. 

Anyiown, IJ.R.A. Mytovvii, IJ,S,A, 
VOICE PIIONH; PRINTER: 
FAX: 

UOM Sizes Timerone; 

UOM Weights Cuircncy: 

UOM Prices 

UOM Physicals 

Aiito-discoi\iiec'i lime inteival? 

Fax you upon bid on your item? 

I'ax you when your bid is accepted or rcjccicd? 

Cover Sheet on Fax to you? 

Terms and C«)ndi<JOixs of Sale: 



In addiliojx to the above. Ibe OfTice Action rejecls claims 10 and 19 for essentially 
Uio same reasons as that of claim I . Therefore, (he arginncnts set Fortli above apply 
cqiirillyto claims 1, 10 and 19. 

In view ofihe above. Applicants respeclliilly submit that Popolo docs not teach 
each and every feature claims I, 1 0 and 1 9 as required under 35 U.S,C. § 102(b). At least 

Parie 10ofl2 
Fischer ct al. - 09/7:>6,010 



PA(X 12/14 ' RCVD AT 2/19/2004 4:34:44 PM [Eastern Standv^ 



FEB-19-2004 THU 04:47 PIT CARSTENS, YEE & CAHOON FAX NO. 972 367 2002 



by virtue of their dependency on claims 1, 10 and 1 9, Topolo does not teach each aiid 

every feature ofdcpendent claiiiis 2-9, 1 1-18 and 20-27. Accordingly, Applicants 

respectfully request withdrawal of the rejection of claims 1-27 under 35 U.S.C, § 102(b). 

In addition to the above, Popolo does not teach the specific features recited in 

claims 2, 1 1 and 20. Specifically, Popolo docs nol teach notification criteria identifying a 

plurality of auction sequences. The OHice Action alleges this feature is taught at column 

3, lities 13-20 of Popolo, which reads as follows: 

Selection of Option C calls an electronic mail subroutine indicated 
by the block 53, permitting uny subscriber on the system to communicate 
with any other subscriber. I'hc mail subroiiHne 53 is also called 
aulomaticnUy when a buyer bids on an item of inventory or the seller 
accepts or rejects the bid. In addition the si;bioutinc 53 controls fax 
transmission between users as will be described fiirlher hereinafter, 
(column 3. linos 13-20) 

This section merely teaches an e-mail subroutine which allows subscribers to 
communicate with each other. Additionally, the e mail subroutine is also called 
antojnatically when a buyer places a bid or a seller accepts or rejects a bid. A separate c- 
mm\ is sent for each bid on an auction item that is placed and each bid on an auction item 
that is accepted or rejected. There is nothiitg in this section that even hints at a 
notification criteria identifying a plurality of auction sequences. In fact, this section has 
nothing to do wilh identifying auction sequences. This section only generally discusses 
e-mail notification ofbid acceptance or rejection. 

hi addition, the Oflicc Action also alleges that die tabic presented at column 3, 
lines 40-60 and reproduced above also teaches notification criteria identifying a plurality 
of auction sequences. Applicants direct the Examiner to the arguments set forth above 
with regard to this scelion. Specifically, there is nothing in this table that identifies any 
specific auction items or auction setiucnccs. Tl)is Liblc relates generally to all auction 
items. Nothing in this table teaches or even suggests notification criteria identi fy ing a 
plumlity of atiptjQn scqnenccs. This table merely t<:aches that a subscriber can request 
notification when an item is bid upon and also when the bid is accepted or rejected. 
I'hcre is nothing, however, that has anything to do auction sequences. Thus, while 
PoiK>lo may teach notification criteria, Popolo ceris^inly docs not teach or suggest 
notifieation criteria idenlifyi ne a plurality o fju^ui^ggi^^CL^ 
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I'uillicrmorc, I'opolo docs not teach, suggest, or give any incentive to make the 
needed changes lo reach iho presently claimed invention. Absent the Examiner poinling 
oul .«iorac teaching or incentive lo modify Popolo so Hint tlie noti ftcation preference for 
cnch one of a phiralily of aucUon ilems is independent of the notification preference for 
other auction items, one of ordinary skill in the an would not bo led to modify Popolo to 
rench Hie present invention when the reference is examined as a whole. Absent some 
teaching, suggestion, or incentive to modify Popolo in tliis manner, the presently claimed 
invention can be reached only tluough an impropoi use of hindsight using the Applicants' 
disclosure as a template to make the necessary changes to reach the claimed invention. 

IV. Conclu.sion 

Tl is respectfully urged that the subject application is patentable over Popolo and 
is now in cojiditlon for allowance. The Examiner in invited to call tho undersigned at the 
bclow-li-sled telephone number if in the opinion ofihe Examiner such a telephone 
conference would expetlitc or aid the prosecution fiiid examination of this application. 



Respwtfully submitted. 




Reg. No. 41,534 

Carsli.,ns, Yec & Gaboon, LLP 

P.O.Iiox 802334 

Dalla.-;, TX 75380 

(972) 367-2001 

Attorney for Applicants 
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